The opinion in support of the decision being entered today was not witten

for publication in a law journal and is not binding precedent of the Board.
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Ex parte LARS CROON and BERTI L ERI KSSON
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Application No. 08/530, 254

ON BRI EF?

Bef ore McCANDLI SH, Seni or Admini strative Patent Judge, NASE and
GONZALES, Administrative Patent Judges.

NASE, Adninistrative Patent Judge.

1 On March 21, 2000, the appellants waived the oral
heari ng (see Paper No. 20) scheduled for April 5, 2000. W
al so note that the appellants have filed a request for refund
(Paper No. 18, filed June 10, 1998) of the $135 oral hearing
fee charged to their deposit account on January 5, 1998. The
fee history records of the application does not indicate that
the $135 check for the oral hearing (Check No. 17328) was ever
processed. However, the fee history records of the
application does indicate that the $135 oral hearing fee was
credited back to the appellants deposit account on April 20,
1998. The exam ner should ensure that all required fees in
this application have been paid and that all excess fees have
been ref unded.
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DECI SI ON ON APPEAL

This is an appeal fromthe refusal of the exam ner to
all ow clains 23-44, as anmended subsequent to the fina

rej ection.
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These clains constitute all of the clains pending in this

appl i cation.

W REVERSE

BACKGROUND

The appellants' invention relates to a draining device for
a hole in a floor with a floor covering (clains 23-40) and a
met hod for draining a hole [sic, providing a drainage hole] in a
fl oor having a floor covering (clainms 41-44). A copy of the
cl ai ms under appeal is set forth in the appendix to the

appel l ants' bri ef.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Whi t set t 3,725,964 Apr. 10,
1973
Kessel 4,263, 138 Apr. 21,
1981
Logsdon 4,742,585 May 10,

1988
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Er nyr 2 SE 332,787 Feb. 15,
1971
Br aas?® DE 7, 327, 539 Nov. 15,
1973
Mal | i nen WO 91/ 17324 Nov. 14, 1991

2 n determning the teachings of Ermyr, we will rely on
the translation provided by the USPTO A copy of the
translation is attached for the appellants' conveni ence.

3 In determning the teachings of Braas, we will rely on
the translation provided by the USPTO A copy of the
translation is attached for the appellants' conveni ence.
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Claim 4l stands rejected under 35 U.S.C. § 112, second
par agr aph, as being indefinite for failing to particularly
point out and distinctly claimthe subject matter which the

appel l ants regard as the invention.

Clainms 23-26, 30-36 and 41-43 stand rejected under 35
U S.C. 8§ 103 as being unpatentable over Mallinen in view of

Kessel and Ernyr.

Clainms 27-29, 37 and 38 stand rejected under 35 U.S.C. §
103 as bei ng unpatentable over Mallinen in view of Kessel and
Ernyr as applied to clains 23 and 25 above, and further in

vi ew of Braas.

Clainms 39 and 44 stand rejected under 35 U S.C. § 103 as
bei ng unpatentabl e over Mallinen in view of Kessel and Ernyr
as applied to clains 23 above, and further in view of

VWi tsett.
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Claim 40 stands rejected under 35 U . S.C. 8§ 103 as being
unpat ent abl e over Mallinen in view of Kessel and Ernyr as

applied to clainms 23 above, and further in view of Logsdon.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellants regardi ng the above-noted
rejections, we nmake reference to the answer (Paper No. 14,
mai | ed Cctober 17, 1997) for the exam ner's conplete reasoning
in support of the rejections, and to the brief (Paper No. 13,
filed Septenber 2, 1997) and reply brief (Paper No. 16, filed

Decenber 16, 1997) for the appellants' argunents thereagainst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellants' specification and
clainms, to the applied prior art references, and to the
respective positions articulated by the appellants and the
exam ner. As a consequence of our review, we make the

determ nati ons which foll ow

The i ndefiniteness rejection
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W w il not sustain the rejection of claim4l under

35 U.S.C. 8§ 112, second paragraph.

Clainms are considered to be definite, as required by the
second paragraph of 35 U S.C. §8 112, when they define the
nmet es and bounds of a claimed invention with a reasonabl e

degree of precision and particularity. See In re Venezia, 530

F.2d 956, 958, 189 USPQ 149, 151 (CCPA 1976).

The exam ner's reasons for rejecting nethod claim4l as
being indefinite are set forth on page 4 of the answer. In
summary, the exam ner believed that the scope of the claimwas
uncl ear due to the structural features recited therein.
Specifically, the exam ner determ ned that the claimwas
unclear as to the limtation inparted by the | anguage

"providing."

We agree with the appellants (Brief, p. 25) that the
rejection as set forth by the examner is contrary to USPTO
practice since recitation of structure in a nethod claimis

common. Moreover, in this instance, the clained "providing"
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steps are clear since they help to define the nmetes and bounds
of the claimed invention with a reasonabl e degree of precision

and particularity.

For the reasons set forth above, the decision of the
examner to reject claim41l under 35 U S.C. 8§ 112, second

par agraph, is reversed.

The obvi ousness rejections
W w il not sustain the rejection of clains 23-44 under

35 U.S.C § 103.

The test for obviousness is what the conbi ned teachi ngs
of the references woul d have suggested to one of ordinary

skill in the art. See In re Young, 927 F.2d 588, 591, 18

USP2d 1089, 1091 (Fed. Cir. 1991) and In re Keller, 642 F. 2d

413, 425, 208 USPQ 871, 881 (CCPA 1981).

The exam ner's reasons for rejecting clains 23-44 under
35 U S.C. 8 103 are set forth on pages 5-7 of the answer.

Wth respect to clains 23 and 41 (the independent clains on
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appeal ), the exam ner believed that (1) Mallinen teaches al
the clained el enents except for the space defining nenber
being a gutter (trap); and (2) that it would have been obvious
to one of ordinary skill in the art to nodify Mallinen' s space

defining menber to be a gutter (trap).

W agree with the appellants' argunment (Brief, pp. 17-19)
that the examner's rejection of clainms 23 and 41 is in error.
Specifically, we see no reason fromthe teachings of the
applied prior art for one of ordinary skill in the art to have
nodi fied Mallinen' s space defining nmenber to be a gutter
(trap) absent the use of hindsight know edge derived fromthe
appel l ants' own disclosure.* That is, there is no notivation
fromthe applied prior art for an artisan to have converted
Mal | i nen's apparatus for preventing | eakage water fromfl ow ng
out of a mounting and casing tube into a draining device as

set forth in claim23.

* The use of such hindsight know edge to support an
obvi ousness rejection under 35 U . S.C. §8 103 is, of course,
inpermssible. See, for exanple, W L. Gore and Associ ates,
Inc. v. Garlock, Inc., 721 F.2d 1540, 1553, 220 USPQ 303, 312-
13 (Fed. Cr. 1983), cert. denied, 469 U S. 851 (1984).
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Additionally, we agree with the appellants' argunent
(Brief, pp. 15-17) that certain features recited in the
appel lants' clains are not nmet when the prior art is conbined
as proposed by the exam ner. The clainmed depth dinension of
the gutter nmenber and the floor covering as it relates to the
sealing neans recited in claim23 or the "preventing" step as
recited in claim4l are not net when the prior art is conbined

as proposed by the exam ner.

For the reasons set forth above, the decision of the

exam ner to reject independent clains 23 and 41 and dependent

clains 24-40 and 42-44 under 35 U.S.C. 8 103 is reversed.

CONCLUSI ON

To summari ze, the decision of the exam ner to reject
claim4l under 35 U S.C. § 112, second paragraph, is reversed
and the decision of the exam ner to reject clains 23-44 under

35 U S C
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8§ 103 is reversed.

REVERSED

HARRI SON E. McCANDLI SH
Seni or Adm nistrative Patent Judge

)

JEFFREY V. NASE
Adm ni strative Patent Judge

JOHN F. GONZALES
Adm ni strative Patent Judge

)
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BROADY AND NEI MARK, P.L.L.C
624 NI NTH STREET, NW

SU TE 300

WASHI NGTQON, DC 20001-5303
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